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ON BRIEF

Before WEIFFENBACH, OWENS and HANLON, Administrative Patent Judges.

WEIFFENBACH, Administrative Patent Judge.

DECISION ON APPEAL
Thisisadecision on gpped under 35 U.S.C. § 134 from theexaminer'sfina rgjection of clam 5
which isthe only claim remaining in the application. We reverse.

Claimed Subject Matter

t Application for patent filed April 29, 1993.
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Theclaim on appeal isdirected to asilicone gel composition and isintended for application to
human skin. The compasition comprises 20-95 percent by weight of asiliconeail, 2-30 percent by weight
of apolyoxyalkylene organopolysiloxane, and 0.2-80 percent by weight water. A copy of clam 5is
appended to this opinion.
Reference of Record
The following reference of record is relied upon by the examiner as evidence of obviousness:

Ishiwata et al. (Ishiwata)? 61-212324 Sep. 20, 1986
(Japanese Kokai Publication)

Ishiwatadisclosesasliconegel compostion intended for gpplication to human skin comprising 20-
90 percent by weight silicone ail, 0.1-30 weight percent of one or more polyoxyalkylene-modified
organopolysiloxanes, 0.1-15 percent by weight of an organicaly modified clay minera, and 0.2 -80 percent
by weight water. The silicone il can be dimethyl polysiloxane, methylphenylpolysiloxane, octamethyl
cyclotetrasiloxane, or decamethyl cyclopentasiloxane. Thepolyoxyalkylene-modified organopolysiloxanes

can be one of the following formulas:

R R R
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) R (OCyH,0)O(CH,), | (SI0), | (SIO [l St} (CH,),0(CyH5,0).R
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Our consideration of this reference is based on an English language translation which is of record.
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R R
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I |
R R
where Risamethyl group or, in some but not al positions, aphenyl group; R’ isahydrogen atom or an
akyl group with 1-12 carbon atoms; pisanumber from 1to 5; gisanumber from2to 3; x, m,and nare
averages, numeric vaues of polyoxyakylene-modified organopolysloxanes with a polyoxyakylene content
of 20-40 percent by weight, imparting to the polyoxyalkylene-modified organopolysiloxanesviscosties of
5-3000 centistrokes at 25E C.
The Rejection
Claim 5 stands rejected under 35 U.S.C. 8§ 103 as being unpatentable over Ishiwata.
Opinion
We have carefully considered the respective positions advanced by appellant and the examiner.
Wewill not sustain the examiner's rgjection because the examiner has not made out aprima facie case of
obviousness.
Appdlant argues that the reference shows only a single oxyakylene unit to be present in the

molecule, and not two units“a’ and “b” asrequired by claim 5. We have to agree with appellant.

Appelant’ sorganopolysiloxane as claimed requiresa b’ unit having 5-50 units of an oxyisopropylene.
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Thusif p=3 and g=2, then the difference between the oxyalkylenesin the claimed polysiloxane and that

of the prior art isas follows:

|C,H,O(C,H,0),(CH,CHO), |C;HO(C,H,0),
I
CH,
Polyoxyalkylene Recited in Claims on Appeal Prior Art

The examiner arguesthat the g valuesof Ishiwata can be acombination of 2 and 3. While the examiner
acknowledgesthat I shiwata does not disclose a polyoxyal kylene organopol ysiloxane which containsa
combination of 2 and 3, the examiner concludes*[a]bsent a clear showing of unexpected resultsfor this
combination of Q [Sic, q] representing 2 and 3, the invention would be obvious’ (answer: pp. 3-4;
underscoring in the original). We do not share the examiner’ s view.

| shiwata does not teach or suggest acombination of 2 and 3 for g. On thisrecord, the examiner
has not presented any scientific reasoning based on theteaching of Ishiwatathat would haveled aperson
having ordinary kill intheart toadd a“b” unit asrequired by appdlant’ sclam. For theforegoing reasons,

the examiner’ sregjection of claim 5 under 35 U.S.C. 8 103 isreversed.
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Wefind oursalvesin agreement with appellant that the primary examiner hasfailed to carry the
burden of establishing a prima facie case of obviousness. Inre Oetiker, 977 F.2d 1443, 1445, 24
USPQ2d 1443, 1444 (Fed. Cir. 1992); In re Piasecki, 745 F.2d 1468, 1471-1472, 223 USPQ 785,

787-788 (Fed. Cir. 1984). Accordingly, the decision of the examiner is reversed.

REVERSED

CAMERON WEIFFENBACH
Administrative Patent Judge

BOARD OF PATENT
ADRIENE LEPIANE HANLON
Administrative Patent Judge APPEALS AND
INTERFERENCES

TERRY J. OWENS
Administrative Patent Judge
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